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Application Papers 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-11 and 23-26 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In regards to claim 1, there is an inconsistency between the language in the 
preamble and certain portions in the body of the claim, thereby making the scope of the 
claim unclear. The preamble in claim clearly indicates that a subcombination is being 
claimed, e.g., "An improved boot for use in sealing a constant velocity joint and ball 
spline joint assembly". This language would lead the examiner to believe that the 
applicant intends to claim only the subcombination of "an improved boot" the constant 
velocity joint and ball spline joint assembly being only functionally recited. This presents 
no problem as long as the body of the claim also refers to the functionally, such as, "for 
use in". 

The problem arises when the constant velocity joint and ball spline joint assembly 
positively are recited within the body of the claim, such as, "the first stabilizing member 
selectively circumscribing an inner race of the ball joint", and "the second stabilizing 
member selectively circumscribing an outer race of the ball spline". There is an 
inconsistency within the claim; the preamble indicates subcombination, while in at least 
one instance in the body of the claim there is a positive recital of structure indicating that 
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the combination of an improved boot, and a constant velocity joint and ball spline joint 
assembly are being claimed. The examiner cannot be sure if applicant's intent is to 
claim merely the improved boot or the improved boot in combination with the constant 
velocity joint and ball spline joint assembly. A similar problem is presented in claim 23. 

Applicant is required to clarify what the claims are intended to be drawn to, i.e., 
either the improved boot alone or the combination of the improved boot, and the 
constant velocity joint and ball spline joint assembly. Applicant should make the 
language of the claim consistent with applicant's intent. In formulating a rejection on the 
merits, the examiner is considering that the claims are drawn to the combination and the 
claims will be rejected accordingly. If applicant indicates by amendment that the 
combination claim is the intention, the language in the preamble should be made 
consistent with the language in the body of the claims. If the intent is to claim the 
subcombination, then the body of the claims must be amended to remove positive 
recitation of the combination. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 23-26 are rejected under 35 U.S.C. 102(e) as being anticipated by US 
patent 6585602, Cermak et al. 
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In regards to claim 1 , as best understood, in Figure 7 below, Cermak et al an 
improved boot for use in sealing a high speed fixed joint and ball spline joint assembly, 
the boot comprising: 

a plurality of articulating convolutes adapted to accommodate joint articulation of 
up to approximately 15 degrees; 

a grease catching member; 

a first stabilizing member joining and contiguous with the plurality of articulating 
convolutes and the grease catching member, the first stabilizing member adapted to 
ride approximately 1 mm above an inner race of the ball joint to provide stability at high 
speed; 

a plurality of plunging convolutes adapted to accommodate joint plunge up to 
approximately 45 mm; and 

a second stabilizing member joining and contiguous with the plurality of plunging 
convolutes and the grease catching member, the second stabilizing member adapted to 
ride approximately 1 mm above an outer race of the ball spline joint to provide additional 
stability. 

In regards to claim 24, in Figure 7, Cermak et al disclose an external diameter of 
the grease catching member being generally greater than external diameters of either 
the first stabilizing member or the second stabilizing member. 

In regards to claim 25, in Figure 7, Cermak et al disclose an external diameter of 
the first stabilizing member being generally less than an external diameter of either the 
second stabilizing member of the outer race of the ball spline joint. 
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In regards to claim 26, in Figure 7, Cermak et al disclose a shaft portion 
interconnecting at least one of the constant velocity inner race and the constant velocity 
outer race with at least one of the outer race and the inner race of the ball spline joint. 

Allowable Subject Matter 
Claims 12-22 are allowed. 

Response to Arguments 
Applicant's arguments with respect to claims above have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aaron M. Dunwoody whose telephone number is 571- 
272-7080. The examiner can normally be reached on 7:30 am - 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel P. Stodola can be reached on 571-272-7087. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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